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Chris Mitchell, a member of Dickinson Wright, reviews the dispute
between Coco-Cola and Meenaxi over the request for the
cancellation of registration of identical marks with key takeaways
in light of a surprising outcome.
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DECLARATION OF ACTUAL AND EFFECTIVE USE

Declarations of use: new
requirement to keep
rademarks in force

Maria del Carmen Sada, Attorney-at-Law at OLIVARES, details the new
requirement to file a Declaration of Actual and Effective Use in Mexico to

maintain the registration rights of a trademark.

new requirement to keep trademarks in
Aforce has been raised as a result of an
amendment to the previous Mexican
Industrial Property Law, which is sustained in
the provisions of the new Federal Industrial
Property Law (IP Law). Right-holders of Mexican
Trademark Registrations, in order to maintain
their registrations and keep them alive, must
now file a Declaration of Actual and Effective
Use (DoU) of their trademarks in Mexico for the
products or services protected, and which are
actually and effectively in use in Mexico, before
the Mexican Institute of Industrial Property (IMPI)
The principal reason behind this amendment
is to give more importance to the use of
trademarks in Mexico.
In this sense, Article 233 of the new IP Law
establishes:

“The trademark must be used in national
territory, as it was registered or with
modifications that do not alter its distinctive
character.

The owner of a trademark must declare its
real and effective use, indicating the products or
services for which protection applies,
accompanying the payment of the
corresponding fee.

The statement will be submitted to the
Institute during the following three months,
counted from the third year after the registration
has been granted.

The scope of registration protection will
continue only in those products or services on
which the use has been declared.

If the owner does not declare the use, the
registration will automatically expire, without
requiring declaration by the Institute”
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The
principal
purpose of
this new
requirement
is to avoid
trademark
registrations
that are not
being used
by their
holders.

The principal purpose of this new requirement
is to avoid trademark registrations that are not
being used by their holders blocking other new
applications for trademarks which are actually
and effectively being used in commerce in
Mexico and have not achieved registration yet.

According to the Mexican IP Law, registrants
are required to make DoU at two different
moments:

1. Within the next three months counted
as of the third anniversary of their date
of grant. This requirement will apply to
all trademarks granted from August 10,
2018, even if their respective application
was submitted prior to such date. This
requirement will also apply to national
trademark designations linked to
international registrations. In the
“Declaration of Actual and Effective Use”,
the trademark holder must specify the
goods or services for which use of the
trademark is being declared. The scope
of protection of the trademark
registration will continue in place for the
goods or services for which the actual
and effective use has been proclaimed.
Additionally, in both cases of the filing of
the "Declaration of Actual and Effective
Use', the right-holder will have to submit
the payment of the corresponding fee.

2. The "Declaration of Actual and Effective
Use" should also be filed with IMPI every
10 years, simultaneously with the
Renewal petition of all the trademarks
registered before or after the Law
amendment:
a. For national trademark registrations,

the registrant should file the
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