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Welcome to The Patent Lawyer Annual 2024. This year has seen 
many key developments that will affect IP practice moving forward. 
To reflect, our 2023 Editorial Board have provided jurisdiction-

specific reviews with their take on events. With comments from Canada, 
Germany, India, Japan, the UK, and the US, these reviews provide an overview 
of some of the important factors that will influence IP in 2024 and beyond. 

In addition, this issue includes an exclusive interview with the UK IPO 
regarding the launch of their new digital services, designed to be more 
streamlined than ever before for a user-centric focus from both a patent 

professional and owner perspective.
From here, we take a look at the benefits

and pitfalls of patent term adjustment and
patent term extension in the US; introduce 
the new examination guidelines for utility 
patents in China; explore patenting the future 
of quantum software; assess how to best 
prepare for litigation at the UPC; review the 
abolishment of the 10-day rule in Europe; 
and much more!

Our Women in IP Leadership segment 
features Maria Boicova-Wynants, Partner at Starks, and Sandra Pohlman, 
Co-founder and Partner at df-mp, discussing challenges, achievements 
and ideas for continuing the empowerment of women in the industry. 

Also find a special feature on prioritizing wellbeing in the IP profession 
– a vital subject that, in our opinion, requires much-needed attention.

Thank you to all our contributors and readers for another fantastic year,
we wish you a very happy and healthy 2024!

Enjoy the issue.  

Faye Waterford, Editor

Editor’s
welcome

Mission statement
The Patent Lawyer educates and informs professionals working in the industry by 
disseminating and expanding knowledge globally. It features articles written by people 
at the top of their fields of expertise, which contain not just the facts but analysis and 
opinion. Important judgments are examined in case studies and topical issues are 
reviewed in longer feature articles. All of this and the top news stories are brought to 
your desk via the printed magazine or the website www.patentlawyermagazine.com

Sustainability pledge
We pride ourselves on using a sustainable printer for our hardcopy magazines. 
Pureprint Group was the first printer in the world to become CarbonNeutral® and 
has worked to remove non-recyclable materials from the manufacturing processes 
while creating dynamic allocations to reduce energy, waste, transport, and materials. 
Find out more at www.pureprint.com/sustainability/ 
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We wish you a 
very happy and 
healthy 2024!
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83 Maiwald makes the case for 
patent lawyers to learn 
something new: LiquidText
Influenced by several years of use, Dr Eva Ehlich, 
Partner, Shareholder, and Managing Director at 
Maiwald, expresses why LiquidText is the ‘it’ 
software for patent attorneys owing to its advanced 
capabilities for thought tracking and instant recall 
across entire project areas.

88 Traditional practices, cultural 
delights, and reconnecting – 
AIPPI World Congress 2023 in 
review
Following on from the success of the annual event, 
The Patent Lawyer brings you an overview of the 
delights shared by attendees that extended beyond 
the program.

91 Alternative features in patent law
Olga Dolgikh, Head of the Patent Department at 
Zuykov and partners, details the use of alternative 
concepts in patent protection and litigation to 
provide a broader scope of rights to IP owners.

94 At the dawn of a novel patent 
war: the need for a robust 
legal framework to handle the 
impending wave of metaverse 
patent abuse
John Healy, former Summer Associate at Carter, 
DeLuca & Farrell, explains the niche territoriality 
issues and corresponding determinations of liability 
arising in infringement disputes relating to the 
metaverse.

98 Prioritizing wellbeing in the 
IP profession
As we enter into a new year, Diane Silve, Director 
& Senior Trademark Counsel at Mondelez 
International, reminds us of the importance of 
creating and maintaining a repertoire of habits to 
ensure we are caring for our mental and physical 
wellbeing in a high-pressure profession.

102 Directory of services
An A to Z list of the international law firms who 
provide IP related services.

62 Jurisdictional Briefing, Spain: 
The European Patent Office 
abolishes the “10-day rule”
Miguel Fariña and Manuel de Arpe of H&A introduce 
the EPO’s amended rules for the date of notification 
in response to the shift to predominantly digital 
filings that will affect Spanish and European 
applicants from now on. 

64 Jurisdictional Briefing, US: 
working examples in patent 
applications: how much detail 
to include?
Asaf Batelman, Counsel at Cantor Colburn LLP, 
provides guidance for preparing working examples.

66 How viable is the global 
patent system?
Stéphane Ambrosini, Managing Director of 
Dennemeyer & Associates, outlines the recent 
turbulence threatening the patent system with 
six key takeaways for ensuring future stability.

70 The scope of the original claim 
is not the limit for divisional 
patent applications
Ranjan Narula and Suvarna Pandey of RNA, 
Technology and IP Attorneys review recent cases 
to evaluate practical issues with divisional patent 
applications in order to provide best practice 
guidance.

74 Inventions directed to second 
use in Brazil
Igor Simoes and Anahi Carvalho of Simoes IP Law 
Firm evaluate Brazil’s interpretation of TRIPS to 
provide an overview of second use patent protection 
in the pharmaceutical industry and beyond.

80 An unfortunate situation for 
divisional applications in 
Mexico
Mauricio Samano, Associate at OLIVARES, provides 
a breakdown of the changes to divisional 
applications introduced in November 2020 with 
a review of the impact this has had on patent 
applications.
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6 Meet the Editorial Board

Meet our Editorial Board members who help 
determine the direction of this magazine.

8 2023 in review
Our Editorial Board provide their take on 2023’s key 
takeaways to inform of key developments that will 
influence IP practice in 2024 and beyond.

13 Double (patenting) trouble: 
tackling obviousness-type 
double patenting and patent 
term adjustment post Cellect
Brent Johnson, Ph.D., and Victoria Tomoko Carrington 
of Maschoff Brennan address the benefits and pitfalls 
of patent term adjustment and patent term extension 
in light of the recent Federal Circuit case that may 
affect the handling of ODP moving forward.

16 One IPO Transformation: an 
interview with programme 
lead Natasha Chick
Ahead of the completion of implementation set 
for early 2024, Natasha sits down with The Patent 
Lawyer to explain the benefits the UK IPO’s brand 
new digital services will lend to patent professionals 
and owners filing and protecting in the UK.

20 Manifest inventivity: new 
examination guidelines introduced 
for utility patents in China 
Dr. Yongqiang Qi, Partner at Corner Stone & Partners, 
provides a brief analysis of the implications of the 
introduction of manifest inventivity examination into 
utility patent examinations in China.

24 Navigating the quantum leap: 
patenting the future of 
quantum software
Nick King and Thomas Mercer of HGF consider the 
extent to which software for quantum computing is 
eligible for patent protection, with a particular focus on 
practice in front of the European and UK patent offices.

28 Rapid development and 
market introduction of new 
technologies: why Freedom to 
Operate analysis is essential 
Maciej Fajkowski, patent specialist at Patpol, 
evaluates the necessity to perform Freedom to 
Operate analysis to ensure the protection of new 
technologies from R&D through to introduction to 
the market, even with a product protected by 
exclusive rights.

November / December 2023

32 How might an AI Model affect 
vehicle accident liability?
David McCombs, Eugene Goryunov, and Calmann 
Clements of Haynes & Boone explore some of the 
challenges that are associated with determining 
whether an autonomous vehicle feature – that relies 
on AI models – is defective for the purpose of 
determining liability.

36 The new European Unified 
Patent Court: practical advice on 
how to best prepare for litigation
Detlef von Ahsen, Partner at Kuhnen & Wacker, 
delves into key considerations for filing a litigation 
suit, and defending against claims of infringement, 
at the newly implemented UPC.

39 Combating infringement 
in Chile 
Pedro Videla, Attorney at Law at Johansson 
& Langlois, evaluates the available protection 
for patents of invention in Chile – and entry point 
for goods destined for Latin America – including 
available board measures.

42 Intellectual property operations: 
wrapping up key ingredients for 
a strong patent portfolio
Stephanie Sanders, Managing Director in the Legal 
Function Consulting Practice and Americas IP 
Operations Leader at EY Law, deconstructs the 
foundations of IP operations to explain how it can 
assist in developing a robust patent portfolio to 
ensure the continued functionality of IP with 
business goals in mind.

47 A brief introduction to the 
latest examination practice 
for partial design application 
in China 
Ms. Zhu of CCPIT Patent & Trademark Law Office 
provides guidance for preparing partial design 
applications to ensure grant success in the Chinese 
patent system.
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53 Women in IP 
Leadership: 
An interview: inspirations, 
experiences, and ideas for equality.  

Featuring: 
Maria Boicova-Wynants, Partner 
at Starks and Sandra Pohlman, 
Co-founder and Partner at df-mp
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not comply with unity of invention in order to 
ensure that the examiner issues a lack of unity 
objection, thus allowing the applicant to file 
further divisional applications in the future.

b) Limitations on claimed subject matter 
in divisionals

One major change in divisional practice is that 
now, when unity of invention is objected to, any 
invention or group of inventions that are not 
included in the initial application, or in the 
application that originated, the division cannot 
be included again in any of said applications. 
Therefore, when receiving a unity objection, the 
applicant needs to consider this when deciding 
the scope of protection that is of commercial 
interest to them. If this is not yet clear, it is 
important to not let go of any matter when 
dividing the application.

c) Double patenting
Double patenting has long been an issue in
Mexico and, in practice, examiners tended to
raise double patenting objections when there is 
scope overlap between the claims of a divisional 
and that of its parent case. However, double
patenting was not defined in our previous law,
so it was feasible to argue that the only scenario 
in which double patenting existed was if the
scope of the claims of the divisional was identical
to the scope of the claims of the parent case.

Article 101 of our new law mentions that a 
patent will not be granted to a matter that is 

already protected in another patent or if the 
essential technical characteristics sought to be 
protected are a non-substantial variation of the 
matter protected in said other patent. This definitely 
poses a grey area on how double patenting will 
be assessed by the examiners and how they will 
interpret a “non-substantial variation”. The assess-
ment of the examiners will depend on the pertinent 
case law that will develop once these cases 
reach the Mexican courts.

Résumé
Mauricio Samano works in the patent 
department at OLIVARES where his 
work mainly focuses on prosecuting 
chemical, biotechnological, and 
pharmaceutical patent applications, 
as well as providing technical opinions 
regarding patent infringement. He has 
experience in conducting state-of-
the-art searches and drafting patent, 
utility model, and industrial design 
applications. Additionally, he is a 
member of the International Patent Law 
and Trade Committee, as well as of the 
Latin American Practice Committee 
of Intellectual Property Owners (IPO) 
organization.

IMPI 
started 
denying all 
voluntary 
cascade 
divisional 
applications 
regardless 
of whether 
the parent 
case was 
filed before 
or after 
November 
5, 2020.

”

“

Voluntary 
divisionals 
deriving 
from 
divisionals 
will no 
longer be 
allowed.

”

“
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Divisional applications are excellent for 
protecting additional embodiments of 
an invention. In many technology fields, 

and especially in the pharmaceutical industry, 
divisionals are a frequently used tool to create 
robust protection for a certain patent portfolio. 
Of course, Mexico is not an exception and for 
many years patent owners have filed many 
divisional applications either voluntarily or as a 
result of a lack of unity objection. This scenario 
has changed as a result of our new law that 
entered into force on November 5, 2020, which 
contains several limitations for filing divisional 
applications. Moreover, in the last few months, 
several erroneous interpretations from the Mexican
Patent Office (IMPI) have further complicated the
current scenario for filing divisionals in Mexico. 

Divisionals before 
November 5, 2020
Before the Federal Law for the Protection of 
Industrial Property (FLPIP) entered into force on 
November 5, 2020, the applicable law was the 
former Intellectual Property Law (IPL) which had 
been in force since 1991. This previous law only 
specifically contemplated the scenario of filing 
a divisional application as a result of a lack of 
unity objection but, in practice, examiners also 
accepted voluntary divisionals as long as they 
were filed at any time during the prosecution of 
the parent case and before the payment of the 
grant fees. There was no limit to the number of 
voluntary divisionals that could be filed and no 
limitation for filing cascade divisional applications,
it was frequent to see fourth and even sometimes
fifth generation divisionals. 

IMPI’s practice for voluntary divisional applications
was supported in Article 4G(2) of the Paris 
Convention which says that:

“The applicant may also, on his own 
initiative, divide a patent application 
and preserve as the date of each 
divisional application the date of the 
initial application and the benefit of 
the right of priority, if any. Each 
country of the Union shall have the 
right to determine the conditions 
under which such division shall be 
authorized”.

This practice went on for over three decades 
and was seen as positive by most patent owners.

Divisionals from 
November 5, 2020, and onwards
As previously mentioned, on November 5, 2020, 
our Federal Law for the Protection of Industrial 
Property (FLPIP) entered into force and this new 
law specifically contemplated the possibility of 
filing voluntary divisional applications. However, 
this new law also contemplated several limitations
for filing divisionals which were absent in the 
former law which are mentioned below.

a) Cascade divisionals
As mentioned in Article 100 of our new IP Law,
a voluntary divisional application will only be
possible if it derives from its parent case. In
other words, voluntary divisionals deriving from
divisionals will no longer be allowed. The only
possible scenario for filing cascade divisionals is 
if the Mexican PTO requests further division
through a lack of unity objection.

It is also possible to file multiple divisional 
applications all deriving from the same parent 
case. 

A possible solution to this new situation is to 
file in the first divisional a set of claims that do 

An unfortunate situation 
for divisional applications 
in Mexico

Mauricio Samano

DIVISIONAL APPLICATIONS: MEXICO 

Mauricio Samano, Associate at OLIVARES, provides a breakdown of the 
changes to divisional applications introduced in November 2020 with 
a review of the impact this has had on patent applications. 
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